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Examiner to the Board of Patent Appeals and Interferences. Appellants timely filed a Notice of 
Appeal and a Pre-Appeal Brief Review Request on September 8, 2005. A Notice of Panel 
Decision from Pre-Appeal Brief Review was mailed on November 4, 2005. 
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Real Parties in Interest 
The real party in interest in this appeal is International Business Machines Corporation, 
a New York corporation. On or about November 30, 2000, Applicants / Appellants assigned all 
right, title, and interest, in and to the Application having Serial No. 09/757,971 to International 
Business Machines Corporation. 
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Related Appeals and Interferences 
To the best of the knowledge of the undersigned attorney and the Appellants, no other 
appeals or interferences exist which will affect or be directly affected, or have a bearing on, the 
instant appeal. 



Status of Claims 

Claims 1 through 22 stand rejected and are on Appeal. The claims on appeal are set 
forth in Claims Appendix A. 
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Status of the Amendments 

An Office Action comprising a first final rejection of all claims was mailed on August 
27, 2003. On February 16, 2004, counsel for Applicants and the Examiner conducted a 
telephonic interview. The Applicants, through counsel, earlier faxed a Proposed Amendment C 
to the Examiner. Proposed Amendment C was not entered. Rather, the Examiner 
recommended that Applicants file an RCE, and submit Proposed Amendment C as a 
Preliminary Amendment in that RCE. On February 27, 2004, Applicants filed an RCE, and 
submitted a Preliminary Amendment comprising the earlier Proposed Amendment C. 

An Office Action comprising a second final rejection of all claims was mailed on March 
8, 2005. Appellants filed a Notice of Appeal and a Pre-Appeal Brief Review Request on 
September 8, 2005. A Notice of Panel Decision from Pre-Appeal Brief Review was mailed on 
November 4, 2005. 
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Summary of the Claimed Subject Matter 
Independent claim 1 is directed to an automated data storage system comprising a first 
media storage library 12 having a first rail system 16 disposed along a first axis. Page 4 at 
Lines 9 - 13; FIG. 1. Rail system 16 comprises a set of rails. Page 4 at Lines 20-21. The data 
storage system further comprises a garage 14 disposed adjacent the first media storage library 
12, where that garage has a movable rail system 24 disposed therein. Page 4 at Lines 9-10; 
FIG. 1. 

The data storage system further comprises one or a plurality of accessors 1 8 wherein 
those one or a plurality of accessors can be moved bidirectionally along the first rail system 16. 
Page 4 at Lines 13-15. In the embodiment shown in FIG. 1, accessor 18 moves in the +/- X 
direction, i.e. along Applicants' first axis. Page 4 at Line 15. 

A top view of the first media library having a rail system is shown in FIGs. 1, 3, 4, and 
9a through 9f. A top view of Applicants' accessor is shown in FIGs. 1, 3 ? 4, and 9a through 9f. 
A perspective view of Applicants' accessor is shown in FIG. 1 United States Patent 5,914,919 
which is expressly incorporated into the Application on Page 4 at Lines 18- 19. A side view of 
Applicants' accessor is shown in FIG. 2 of the c 919 patent. 

Referring now to FIG. 2 of the '9 19 patent, each such accessor comprises a running 
section 31, a vertical pillar 32, extending outwardly from the running section, a lifting servo 
section 35 which can be moved bidirectionally on the vertical pillar along a second axis Z 
shown in the Application in FIGs. 1, 3, 4, 7, 8, and 9a-9f 5 two robotic manipulators 37 and 38 
disposed on the lifting servo section, and a scanner 39 disposed on the lifting servo section. 
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The garage element comprises movable rail system 24 which moves within garage 14 in 
the +/- Y direction. Page 8 at Lines 6-7. That movable rail system 24, comprising rails 24a and 
24b shown in FIG. 7 moves in the +/- Y direction along Applicants' second rail system 
comprising two parallel sets of rails shown in FIG. 7 as first parallel set 80 and second parallel 
set 85, wherein each set of rails is disposed along the third Y axis, wherein that third axis is 
perpendicular to both the first X axis and the second Z axis. Page 7 at Line 1 8 through Page 8 
at Line 5. 

Movable set of rails 24 can be moved bidirectionally along the second rail system 
comprising sets of rails 80 and 85 to be substantially colinear with the first rail system 16 such 
one or more accessors can be moved between the first rail system 16 and the moveable rail 
system 24. A top view of Applicants' moveable rail system is shown in FIGs. 1, 3, 4, and 9a 
through 9f. A perspective view of Applicants' moveable rail system is shown in FIGs. 7 and 8. 
An end view of Applicants' moveable rail assembly is shown in FIG. 2 wherein element 50a 
(FIGs. 2, 7) is one end of rail 24a and element 50b (FIGs. 2, 7) is one end of rail 24b. 

FIG. 10 was presented in Amendment C filed on December 9, 2004, and entered by the 
Examiner in the Office Action mailed March 8, 2005. Fig. 10 shows media library 12 and 
garage 14, wherein media library 12 comprises first rail system 16 disposed along a first axis, 
i.e. the X axis. Accessor 18 is moveable disposed on rail system 16, and accessor 18 comprises 
a lifting servo section moveably disposed along a vertical pillar in the Z direction, as described 
in the '919 patent, and as shown in FIG. 2 of the '919 patent. Moveable rail system 24 is 
shown disposed in garage 14, wherein rail system 24 can be moved along rails 80a, 80b, 85a 5 
and 85b in the Y direction. 
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Independent claim 10 is directed to an automated data storage system which comprises 
the elements of claim 1 described hereinabove, in combination with a second media storage 
library. A first media storage library 204 is disposed adjacent a first side of garage 202. Page 
1 1 at Line 13; FIG. 3. A second media storage library 206 is disposed adjacent a second side of 
garage 202. Page 11 at Line 18. 

Second media library 206 which comprises a rail system 222. Page 1 1 at Lines 18-19. 
Rail system 222 comprises two parallel rails. Page 1 1 at Lines 19-20. As shown in FIG. 3 5 rail 
system 222 is disposed along the X direction, i.e. Applicants' first axis. 

Independent claim 19 is directed to a method of moving accessors within an automated 
data storage system comprising a first media storage library 804 disposed adjacent a first side 
of garage 802, and a second media storage library 806 disposed adjacent a second side of 
garage 802. See, FIGs. 9a through 9f. Applicants' method is described on Page 16 beginning 
at Line 13 through Page 18 at Line 5, and in FIGs. 9a through 9f. 



Grounds Of Rejection To Be Reviewed On Appeal 
The issues presented on appeal are: 

1. Whether claims 1-22 are unpatentable under 35 U.S.C. § 103(a) over Motoyama 
et al. (U.S. Pat. No. 6,022,180) in view of Kanetsuku et al (U.S. Pat. No. 6,449,223), further in 
view of Ostwald et al. (U.S. Pat. No. 6,262,863) and still further in view of Mobley (U.S. Pat. 
No. 6,123,029). 
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Arguments on Appeal 

I. THE EXAMINER IMPROPERLY REJECTS CLAIMS 1 - 9 UNDER 

35 USC § 103(a) AS BEING UNPATENTABLE OVER MOTOYAMA ET AL. IN 
VIEW OF KANETSUKU ET AL., FURTHER IN VIEW OF OSTWALD ET AL. 
AND STILL FURTHER IN VIEW OF MOBLEY 

A. The Examiner Improperly Combines The Teachings Of Motoyama Et AL 
With The Teachings Of Ostwald 

, Appellants respectfully submit that the Examiner's combination of Motoyama et al. 
with Ostwald et al. is improper. "The initial burden of establishing a basis for denying 
patentability to a claimed invention rests upon the examiner." In re Piasecki, IAS F.2d 1468, 
223 USPQ 785 (Fed. Cir. 1984). In establishing a prima facie case of obviousness under 35 
USC 103, it is incumbent upon the examiner to provide a reason why one of ordinary skill in 
the art would have been led to modify a prior art reference or to combine reference teachings to 
arrive at the claimed invention. Ex parte Clapp, 227 USPQ 972 (BPAI 1985). 

It is well-settled that there must be some motivation to make the combination of 
references relied upon by the Examiner. "There is no suggestion to combine, however, if a 
reference teaches away from its combination with another source." Id. at 1599; Tec Air Inc. v. 
Denso Manufacturing Michigan Inc., 52 USPQ2d 1294, 1298 (Fed.Cir. 1999). Ostwald et al. 
teach away from Motoyama et al. 

Motoyama et al. teach an accessor "which is capable of surely transferring a plurality of 
types of cartridges (media), thus meeting a variety of needs from the users." Col. 2 / Lines 6- 
13. Motoyama et al's accessor includes a carriage section, a vertical pillar, and a movable 
servo section disposed on that vertical pillar. See, Motoyama et al. at FIG. 2. Similarly, 
Kanetsuku et al. teach use of an accessor comprising a carriage section, a vertical pillar, and a 
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moveable servo section. See, Kanetsuku et al. at FIG. 4. 

Ostwald et al. teach a "library comprising a two dimensional array that contains media 
cartridge cells and media cartridge players. A system of rails is used to guide robotic pods 
through all of the locations in the array." Col. 2 / Lines 60 - 64. Significantly, Ostwald et al. 
teach away from Motoyama et al. "A reference may be said to teach away when a person of 
ordinary skill, upon reading the reference . . . would be led in a direction divergent from the 
path that was taken by the applicant." In re Gurley, 27 F.3d 551, 553 (Fed.Cir. 1994). Ostwald 
et al. teaches away from using accessors which include a lifting servo section as recited in 
Motoyama et al. and in Kanetsuku et al., and in Appellants' claims. 

Ostwald et al., at Col. 2 between lines 6 and 36, recite at length certain alleged 
deficiencies inherent in using a movable "robotic arm" such as the vertical pillar / lifting servo 
section components of the accessor taught by Motoyama el al. For example, Ostwald et al. 
complain that "[t]he typical robotic arm and its supporting structure requires several servo 
motors to move the robotic arm between positions." Col. 2 / Lines 22 - 24. Ostwald et al. 
further complain that "each move of the robotic arm requires a time interval after the 
mechanism has stopped to bring the servo position into a steady state." Col. 2 / Line 24 - 26. 
Further, Ostwald et al. teach "[t]he moving mass of the robotic arm is much greater than the 
media cartridge being moved . . . The moving mass of the robotic arm also relates directly to 
power consumption, which is an important factor in large installations." Col. 2 / Lines 29-31 
and 34 - 36. 

In order to eliminate a servo mechanism to move the accessor' s gripper mechanism 
upwardly and downwardly, Ostwald et al. teach a library wherein "[a] system of rails is used to 
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guide robotic pods through all of the locations in the array . . ." Col. 2 / Lines 63 - 64. Ostwald 
et al.'s FIG. 1 shows this "system of rails" wherein the horizontal rails 122 - 126 guide Ostwald 
et al.'s pods 102 horizontally. The movable vertical rail system 132 moves the pods upwardly 
and downwardly. Thus, Ostwald et al. teach a storage library wherein the entire accessor, 
rather than only one or more gripper mechanisms, is moved to each storage location and data 
drive. 

One of ordinary skill in the art following the teachings of Oswald et al. would be 

motivated to construct a storage library comprising a rail system in combination with one or 

more accessors, where none of those accessors comprise a vertical pillar in combination with a 

moveable servo section traveling upwardly and downwardly along that pillar. Rather, Ostwald 

et al. teach use of an accessor that can be positioned immediately in front of each storage slot 

and storage drive. Thus, Ostwald et al. teach away from both Motoyama et al. and Kanetsuku 

et al. This being the case, Appellants respectfully submit that the Examiner improperly 

combines the teachings of Ostwald et al. with Motoyama et al. and/or Kanetsuku et al. 

B. The Examiner Improperly Combines The Teachings Of Motoyama Et AL 
With The Teachings Of Mobley 

Mobley teaches "an improved truck-train system for transporting both passengers and 
freight by railway." Col. 1 / Lines 5-9. Appellants respectfully submit that the Examiner 
improperly combines the teachings of Motoyama et al. and Mobley, because Mobley does not 
comprise analogous art. 

"In order to rely on a reference as a basis for rejection of an applicant's invention, the 
reference must either be in the field of applicant's endeavor or, if not, then be reasonably 
pertinent to the particular problem with which the inventor was concerned." MPEP 2141.01(a). 

11 
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"A reference is reasonably pertinent if, even though it may be in a different field from that of 

the inventor's endeavor, it is one which, because of the matter with which it deals, logically 

would have commended itself to an inventor's attention in considering his problem." MPEP 

2141.01(a); In re Clay, 966 F.2d 656, 659 23 USPQ2d 1058, 1060-61 (Fed.Cir. 1992). 

Mobley is clearly directed to railroad systems. Appellants' claims are directed to an 

automated data storage library. The Examiner makes no showing that Mobley would have 

commended itself to one skilled in the art of making or using automated data storage libraries. 

C Motoyama EtAL In Combination With Kanetsuku EtAL, Ostwald EtAL, And 
Mobley, Fail To Teach Or Suggest All The Elements Of Appellants' 
Claim 1 

Even if the combination of Motoyama et al. and Ostwald et al. were proper, those 
combined teachings do not teach or suggest all the elements of Appellants' claims 1. Ostwald 
et al. teach a media library comprising robots which move along a rail system comprising 
parallel rails 121, 122, 123, 134, 125, and 126, where each of those rails runs horizontally, i.e. 
along a first axis, in combination with moveable rails 141 A and 141B, where those moveable 
rails moves vertically, i.e. along a second axis. Ostwald et al. do not teach moving the 
moveable rails on any sort of rail system. Rather, Ostwald et al. teach use of a vertical drive 
motor 133 and a belt drive 143. Col. 5 / Lines 35-39. Ostwald et al. nowhere teach or suggest 
disposing moveable rails 140 on a rail system. This being the case, Ostwald et al. nowhere 
teach disposing moveable rails on a rail system comprising two parallel sets of rails, as recited 
in Appellants' claim 1. 

The Examiner incorrectly posits, inter alia, that "Ostwald appears to further read on 
applicant's independent claims." First sentence on Page 6 of the March 8, 2005 Office Action. 
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In the next paragraph on Page 6, the Examiner asserts that Ostwald et al. teach "a moveable rail 

system (140) wherein each moveable set of rails can be moved bidirectionally along a third 

axis, where said third axis is perpendicular to both said first axis and said second axis." The 

Examiner then, however, defines that "third axis" in two different, and contradictory, ways: 

Note that the third axis is up and down with respect to the vertical 
column of the [sic] and that the stationary rails (121) allow movement 
perpendicular to the direction in which the moveable rails move, and that 
a third axis exists along which the cartridge picker moves in and out 
of the storage cell along another functionally equivalent movement 1 
axis . 

First full paragraph on Page 6 in the March 8, 2005 Office Action (emphasis added). Ostwald 
et al, nowhere teach or suggest an automated data storage system comprising a moveable set of 
rails disposed on a rail system comprising two parallel sets of rails. 

Even if the combination of Motoyama et al. and Mobley were proper, those combined 
teachings do not teach or suggest teaches or suggests an automated data storage system 
comprising a moveable set of rails disposed on a rail system comprising two parallel sets of 
rails, as recited in Appellants' claim 1 . 

Mobley teaches a switching ramp 75, where that switching ramp comprises a plurality 
of rails 35, where ramp 75 comprises concrete slab 76, and where "slab 76 is adapted for 
rolling movement within the pit structure 80 being mounted on a plurality of railroad bogies 
devices 72 or other similar devices . . ." Col. 10 / Lines 25-28. Mobley teaches a moveable set 
of rails, namely switching ramp 75. Mobley nowhere teaches or suggests, however, disposing 
that switching ramp on a rail system comprising two parallel sets of rails. 

Therefore, even if Mobley did comprise analogous art, Mobley nowhere teaches or 
suggests a moveable set of rails disposed on a rail system comprising two parallel sets of rails. 
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Moreover, even if the combination of Motoyama et al., Kanetsuku et al., Ostwald et al., 
and Mobley were proper, those combined teachings do not teach or suggest an automated data 
storage system which comprises a moveable set of rails disposed on a rail system comprising 
two parallel sets of rails, as recited in Appellants' claim 1. 

In addition, even if the combination of Motoyama et al., Kanetsuku et al., Ostwald et 
al, and Mobley were proper, those combined teachings do not teach or suggest an automated 
data storage system which comprises a first rail system comprising a set of rails disposed along 
a first axis; one or a plurality of accessors comprising a lifting servo section which moves 
bidirectionally on a pillar along a second axis, where the first axis is perpendicular to the 
second axis; a second rail system comprising two parallel sets of rails disposed along a third 
axis, where the third axis is perpendicular to both the first axis and the second axis; and a 
moveable set of rails that can be moved bidirectionally along the second rail system, as recited 
in Appellants 5 claim 1. 

In summary, Appellants respectfully submit that the Examiner improperly combines the 
teachings of Motoyama et al. and Ostwald et al. In addition, the Appellants further respectfully 
submit that the Examiner improperly combines the teachings of Motoyama et al. and Mobley. 
Moreover, the Appellants further respectfully submit that even if the combination of Motoyama 
et al., Kanetsuku at al., Ostwald et al., and Mobley, were proper, those combined teachings fail 
to teach or suggest all the elements of Appellants' claim 1 . 
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D. Motoyama EtAL In Combination With Kanetsuku EtAL, Ostwald EtAL, And 
Mobley, Fail To Teach Or Suggest Alt The Elements Of Appellants' Claims 2 
through 9 

Claims 2 through 9, inclusive, depend, directly or indirectly, from claim 1. Under 35 
U.S.C. § 1 12, fourth paragraph, "a claim in dependent form shall be construed to incorporate by 
reference all the limitations of he claim to which it refers." Therefore, claims 2 through 9, 
inclusive include all the elements of claim 1. "If an independent claim is nonobvious under 35 
U.S.C. 103, then any claim depending therefrom is nonobvious." MPEP 2143.03; In re Fine, 
837 F.2d 1071, 5 USPQ2d 1596 (Fed.Cir. 1988). 

For the reasons set forth above, Appellants respectfully submit that Motoyama et al. in 
combination with Kanetsuku et al, Ostwald et al, and Mobley, do not render obvious 
Appellants' claim 1. This being the case, Appellants further respectfully submit that claims 2 
through 15, as amended herein, are non-obvious over Motoyama et al. in combination with 
Kanetsuku et al., Ostwald et al., and Mobley. 

IL THE EXAMINER IMPROPERLY REJECTS CLAIMS 10 - 18 UNDER 

35 USC § 103(a) AS BEING UNPATENTABLE OVER MOTOYAMA ET AL. IN 
VIEW OF KANETSUKU ET AL., FURTHER IN VIEW OF OSTWALD ET AL. 
AND STILL FURTHER IN VIEW OF MOBLEY 

A The Examiner Improperly Combines The Teachings Of Motoyama Et AL 

With The Teachings Of Ostwald, And Improperly Combines the Teachings Of 
Motoyama et ah and Mobley 

For the reasons set forth above, Appellants respectfully submit that the Examiner's 
combination of Motoyama et al. with Ostwald et al. is improper. For the reasons set forth 
above, Appellants respectfully submit that the Examiner's combination of Motoyama et al. with 
Mobley is improper. 
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B. Motoyama EtAL In Combination With Kanetsuku EtAL, Ostwald EtAL, And 
Mobley, Fail To Teach Or Suggest All The Elements Of Appellants' Claim 10 

Even if the combination of Motoyama et al. and Ostwald et al. were proper, and even if 
the combination of Motoyama et al. and Mobley were proper, Motoyama et al. in combination 
with Kanetsuku et al., Ostwald et al., and Mobley, fail to teach or suggest all the elements of 
Appellants' claim 10. 

Appellants' claim 10, as amended herein, recites a first media storage library 
comprising a first rail system comprising a set of rails disposed along a first axis, a second 
media library comprising a second rail system comprising a second set of rails disposed along 
the first axis, a plurality of accessors where each accessor includes a movable servo section that 
can be moved bidirectionally along a second axis, where that second axis is perpendicular to 
the first axis, in combination with a garage comprising a third rail system comprising two 
parallel sets of rails, where each set of rails is disposed along a third axis where that third axis 
is perpendicular to both the first axis and the second axis, in combination with a movable set of 
rails, where that moveable set of rails can be moved bidirectionally along the third rail system 
to be colinear with the first rail system such one or more accessors can be moved between said 
first rail system and said moveable rail system, and where that moveable set of rails can be 
moved bidirectionally along the third rail system to be colinear with the second rail system 
such one or more accessors can be moved between the second rail system and the moveable rail 
system. 

Neither Motoyama et al., nor Kanetsuku et al., nor Ostwald et al., nor Mobley, singly or 
in combination, suggest or teach a first media storage library comprising a first rail system 
comprising a set of rails disposed along a first axis, a second media library comprising a second 

16 
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rail system comprising a second set of rails disposed along the first axis, a plurality of accessors 

where each accessor includes a movable servo section that can be moved bidirectionally along 

a second axis, where that second axis is perpendicular to the first axis, in combination with a 

garage comprising a third rail system comprising two parallel sets of rails, where each set of 

rails is disposed along a third axis where that third axis is perpendicular to both the first axis 

and the second axis, in combination with a movable set of rails, where that moveable set of 

rails can be moved bidirectionally along the third rail system to be colinear with the first rail 

system such one or more accessors can be moved between said first rail system and said 

moveable rail system, and where that moveable set of rails can be moved bidirectionally along 

the third rail system to be colinear with the second rail system such one or more accessors can 

be moved between the second rail system and the moveable rail system. 

Therefore, Appellants respectfully submit that the Examiner incorrectly rejects 

Appellants' claim 10 under 35 U.S.C. § 103(a) as being unpatentable over Motoyama et al., in 

combination with Kanetsuku et al., Ostwald et al., and Mobley. 

C. Motoyama Et AL In Combination With Kanetsuku EtAL, Ostwald Et AL, And 
Mobley, Fail To Teach Or Suggest All The Elements Of Appellants 9 Claims 11 
through 18 

Claims 1 1 through 18, inclusive, depend, directly or indirectly, from claim 10. Under 
35 U.S.C. § 112, fourth paragraph, "a claim in dependent form shall be construed to incorporate 
by reference all the limitations of he claim to which it refers." Therefore, claims 1 1 through 18, 
inclusive include all the elements of claim 10. "If an independent claim is nonobvious under 
35 U.S.C. 103, then any claim depending therefrom is nonobvious." MPEP 2143.03; In re 
Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed.Cir. 1988). 
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For the reasons set forth above, Appellants respectfully submit that Motoyama et al. in 
combination with Kanetsuku et al. 5 Ostwald et al. 5 and Mobley, do not render obvious 
Appellants' claim 10. This being the case, Appellants further respectfully submit that claims 
1 1 through 18 are non-obvious over Motoyama et al. in combination with Kanetsuku et al., 
Ostwald et al., and Mobley. 

III. THE EXAMINER IMPROPERLY REJECTS CLAIMS 19-22 UNDER 

35 USC § 103(a) AS BEING UNPATENTABLE OVER MOTOYAMA ET AL. IN 
VIEW OF KANETSUKU ET AL., FURTHER IN VIEW OF OSTWALD ET AL. 
AND STILL FURTHER IN VIEW OF MOBLEY 

A. The Examiner Improperly Combines The Teachings Of Motoyama EtAL 
With The Teachings Of Ostwald, And Improperly Combines the Teachings Of 
Motoyama et al. and Mobley 

For the reasons set forth above, Appellants respectfully submit that the Examiner's 
combination of Motoyama et al. with Ostwald et al. is improper. For the reasons set forth 
above, Appellants respectfully submit that the Examiner's combination of Motoyama et al. with 
Mobley is improper. 

B. Motoyama EtAL In Combination With Kanetsuku EtAL, Ostwald EtAL, And 
Mobley, Fail To Teach Or Suggest All The Elements Of Appellants 9 Claim 19 

Even if the combination of Motoyama et al. and Ostwald et al. were proper, and even if 
the combination of Motoyama et al. and Mobley were proper, Motoyama et al. in combination 
with Kanetsuku et al., Ostwald et al., and Mobley, fail to teach or suggest all the elements of 
Appellants' claim 19. Appellants' claim 19 recites a method of moving one or more accessors 
between a first media storage library, comprising a first rail system comprising a set of rails 
disposed along a first axis, and a second media library, comprising a second rail system 
comprising a set of rails disposed along the first axis, through a garage comprising a third rail 
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system disposed along a third axis perpendicular to the first axis and a moveable set of rails that 
can be moved bidirectionally along that third rail system. 

Claim 1 9 further recites that each accessor includes a movable servo section that can be 
moved bidirectionally along a second axis, where that second axis is perpendicular to the first 
axis. Claim 19 further recites positioning a moveable set of rails on the third rail system to be 
colinear with the first rail system and moving one or more accessors from the first rail system 
onto that moveable set of rails. Claim 19 further recites positioning the moveable set of rails to 
be colinear with the second rail system and moving one or more accessors from the moveable 
set of rails onto the second rail system. 

Neither Motoyama et al., nor Kanetsuku et al., nor Ostwald et al, nor Mobley, singly or 
in combination, suggest or teach a method to move an accessor within an automated data 
storage system comprising a first media storage library comprising a first rail system, a second 
media storage library comprising a second rail system, and a garage comprising a third rail 
system in combination with a moveable set of rails that can move bidirectionally along the third 
rail system. Moreover, Neither Motoyama et aL, nor Kanetsuku et al., nor Ostwald et al, nor 
Mobley, singly or in combination, suggest or teach positioning the moveable set of rails to be 
colinear with the first rail system, moving one or more accessors from the first rail system onto 
a moveable set of rails, positioning the moveable set of rails to be colinear with the second rail 
system, and moving one or more accessors from the moveable set of rails onto the second rail 
system. 

Therefore, Appellants respectfully submit that the Examiner incorrectly rejects 
Appellants 5 claim 19 under 35 U.S.C. § 103(a) as being unpatentable over Motoyama et al., in 
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combination with Kanetsuku et al., Ostwald et al., and Mobley. 

C. Motoyama EtAL In Combination With Kanetsuku EtAL, Ostwald EtAL, And 



Mobley, Fail To Teach Or Suggest All The Elements Of Appellants' Claims 20 
through 22 



Claims 20 through 22, inclusive, depend, directly or indirectly, from claim 19. Under 
35 U.S.C. § 1 12, fourth paragraph, "a claim in dependent form shall be construed to incorporate 
by reference all the limitations of he claim to which it refers." Therefore, claims 20 through 22, 
inclusive include all the elements of claim 19. "If an independent claim is nonobvious under 
35 U.S.C. 103, then any claim depending therefrom is nonobvious." MPEP 2143.03; In re 
Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed.Cir. 1988). 

For the reasons set forth above, Appellants respectfully submit that Motoyama et al. in 
combination with Kanetsuku et al., Ostwald et al., and Mobley, do not render obvious 
Appellants' claim 19. This being the case, Appellants further respectfully submit that claims 
20 through 22 are non-obvious over Motoyama et al. in combination with Kanetsuku et al., 
Ostwald et al., and Mobley. 



In view of the foregoing, Appellants respectfully request that the Examiner's rejection 
of the subject application be reversed in all respects. 
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Conclusion 
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CLAIMS APPENDIX A 

1 . An automated data storage system, comprising: 

a first media storage library having a first rail system comprising a set of rails 
disposed therein along a first axis; 

a garage disposed adjacent said first media storage library, said garage having a 
movable rail system disposed therein; 

one or a plurality of accessors, wherein said one or a plurality of accessors can be 
moved bidirectionally along said first rail system, and wherein each accessor comprises a 
running section, a vertical pillar extending outwardly from said running section, a lifting 
servo section which can be moved bidirectionally on said vertical pillar along a second 
axis, two robotic manipulators disposed on said lifting servo section, and a scanner 
disposed on said lifting servo section, wherein said second axis is perpendicular to said 
first axis; 

wherein said garage comprises: 

a second rail system comprising two parallel sets of rails, wherein each set of rails 
is disposed along a third axis, wherein that third axis is perpendicular to both said first 
axis and said second axis; 

a movable set of rails, wherein said movable set of rails can be moved 
bidirectionally along said second rail system to be substantially colinear with said first 
rail system such one or more accessors can be moved between said first rail system and 
said moveable rail system. 

2. The automated data storage system of claim 1, wherein said first rail 
system further comprises a proximal end and a distal end, and wherein said movable rail 
system further comprises a first end and a second end, and wherein said first end can be 



positioned to be substantially colinear with said proximal end such that said one or 
plurality of accessors can move between said first rail system and said movable rail 
system. 

3. The automated data storage system of claim 2, wherein said movable rail 
system further comprises a first positioning apparatus disposed on said first end and a 
second positioning apparatus disposed on said second end. 

4. The automated data storage system of claim 1, wherein said movable rail 
system comprises two parallel rails. 

5. The automated data storage system of claim 1, wherein said movable rail 
system comprises a plurality of paired parallel rails, wherein each of said plurality of 
paired parallel rails has a first end and a second end. 

6. The automated data storage system of claim 5, wherein each of said pairs 
of parallel rails further comprises a first positioning apparatus disposed on its first end 
and a second positioning apparatus disposed on its second end. 

7. The automated data storage system of claim 1, wherein said garage further 
comprises one or a plurality of doors. 

8. The automated data storage system of claim 1, wherein said first rail 
system comprises two parallel rails. 

9. The automated data storage system of claim 1, further comprising one or a 
plurality of movable media storage devices. 

10. An automated data storage system, comprising: 

a first media storage library having a first rail system comprising a set of rails 
disposed therein along a first axis; 



a second media storage library having a second rail system comprising a set of 
rails disposed therein along said first axis; 

one or a plurality of accessors, wherein each accessor comprises a running 
section, a vertical pillar extending outwardly from said running section, a lifting servo 
section which can be moved on said vertical pillar along a second axis, two robotic 
manipulators disposed on said lifting servo section, and a scanner disposed on said lifting 
servo section, wherein said second axis is perpendicular to said first axis; 

a garage having a movable rail system disposed therein, wherein said garage is 
disposed adjacent said first media storage library and adjacent said second media storage 
library; 

wherein said garage comprisesi 

a third rail system comprising two parallel sets of rails, wherein each set of 
parallel rails is disposed along a third axis, wherein said third axis is perpendicular to 
both said first axis and said second axis; 

a movable sets of rails, wherein said movable set of rails can be moved 
bidirectionally along said third rail system to be substantially colinear with said first rail 
system such one or more accessors can be moved between said first rail system and said 
moveable rail system, and wherein said moveable set of rails can be moved 
bidirectionally along said third rail system to be to be substantially colinear with said 
second rail system such one or more accessors can be moved between said second rail 
system and said moveable rail system. 

1 1 . The automated data storage system of claim 10, wherein said movable rail 
system can be positioned such that said one or a plurality of accessors can move between 



said first rail system and said movable rail system and between said second rail system 
and said movable rail system. 

12. The automated data storage system of claim 10, wherein said movable rail 
system further comprises a first positioning apparatus disposed on said first end and a 
second positioning apparatus disposed on said second end. 

13. The automated data storage system of claim 10, wherein said movable rail 
system comprises two parallel rails. 

14. The automated data storage system of claim 10, wherein said movable rail 
system comprises a plurality of paired parallel rails, wherein each of said plurality of 
paired parallel rails has a first end and a second end. 

15. The automated data storage system of claim 14, wherein each of said pairs 
of parallel rails further comprises a first positioning apparatus disposed on its first end 
and a second positioning apparatus disposed on its second end. 

16. The automated data storage system of claim 10, wherein said garage 
further comprises one or a plurality of doors. 

1 7. The automated data storage system of claim 1 0, wherein said first rail 
system and said second rail system each comprise two parallel rails. 

18. The automated data storage system of claim 10, further comprising one or 
a plurality of movable media storage devices. 

1 9. A method of moving one or a plurality of accessors within an automated 
data storage system, said method comprising the steps of: 

providing a first media storage library having a first rail system comprising a set 
of rails disposed therein along a first axis; 



providing a second media storage library having a second rail system comprising 
a set of rails disposed therein along said second axis; 

providing one or a plurality of accessors, wherein said one or a plurality of 
accessors each comprise a running section, a vertical pillar extending outwardly from 
said running section, a lifting servo section which can be moved along a second axis on 
said vertical pillar, two robotic manipulators disposed on said lifting servo section, and a 
scanner disposed on said lifting servo section, wherein said second axis is perpendicular 
to said first axis; 

providing a garage having a movable rail system disposed therein, wherein said 
garage is disposed adjacent said first media storage library and adjacent said second 
media storage library, wherein said garage comprises^ 

a third rail system comprising two parallel set of rails, wherein each set of rails is 
disposed along a third axis, wherein said third axis is perpendicular to both said first axis 
and said second axis; 

a plurality of movable sets of rails, wherein each movable set of rails can be 
moved bidirectionally along said third rail system; 

movably disposing said one or a plurality of accessors on said first rail system; 

positioning one of said moveable sets of rails to be substantially colinear with said 
first rail system; 

moving said one or a plurality of accessors from said first rail system onto said 
movable set of rails; 

positioning said movable set of rails to be substantially colinear with said second 
rail system; 



moving said one or a plurality of accessors from said movable set of rails onto 
said second rail system. 

20. The method of claim 19, further comprising the steps of: 
positioning said movable rail system to be substantially colinear with both said 

first rail system and said second rail system; and 

moving said one or a plurality of accessors from said first rail system onto said 
movable rail system and then from said movable rail system onto said second rail system. 

21. The method of claim 20, wherein said movable rail system has a first end 
and a second end, and wherein said movable rail system further comprises a first 
positioning device disposed on said first end and a second positioning device on said 
second end. 

22. The method of claim 20, wherein said movable rail system comprises a 
plurality of paired parallel rails, wherein each of said plurality of paired parallel rails has 
a first end and a second end; and wherein each of said pairs of parallel rails further 
comprises a first positioning apparatus disposed on the first end and a second positioning 
apparatus disposed on the second end. 



EVIDENCE APPENDIX B 

NONE 



RELATED PROCEEDINGS APPENDIX C 

NONE 



